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High Court finally considers the 1995 TM Act

A

Last High Court TM case considered 1955 TM Act:
A Campomar v Nike
1995-2009: no special leave to appeal re 1995 TM Act
A 2001: Phillips v Remington (s 41)
A 2007: BP v Woolworths (s 41)
A 2008: Colorado v Strandbags (s 41)
31 July 2009: special leave granted:
AE & J Gallo Winery v Lion Nathan Australia
A Health World Limited v Shin-Sun Australia




E & J Gallo Winery v Lion Nathan (2008) 77 IPR 69

A Gallois a large US winery business
A 2005: Gallo acquired Barefoot cellars business
Aincluding Australian TM BAREFOOT for wines
A Lion Nathan sold BAREFOOT RADLER beers

ARADLER is German for CYCLIST, and describes a
traditional Bavarian beer flavoured with lemon and lime

To

Gallo sued Lion Nathan for TM infringement

To

Lion Nathancross-c | a1t med f or r emoval o f
A's 94(2)(b): 3 years non-use 2004-2007



E & J Gallo Winery v Lion Nathan (2008) 77 IPR 69

Flick J (at trial) finding no infringement:
A BAREFOOT and BAREFOOT RADLER are deceptively
similar
A But: beers are NOT fAgoods of
wines

A Also, re defence in concluding phrase of s 120(2) TMA:
Lion Nathan established that its use was not likely to
deceive or cause confusion



E & J Gallo Winery v Lion Nathan (2008) 77 IPR 69

FIlitck J (at trial) ruwanovi ng Gal l o

A No use by TM owner of BAREFOOT for wine in 3 year
period for s 94(2)(b)

A BAREFOOT wines sold in Australia in the 3 year period
A But, those BAREFOOT wines sold in Australia had
been originally exported from US to Germany
A TM owner had not fdfprojected?o
A Any TM use by TM owner ended outside Australia

A TM removed from date of court order, not retrospectively:
[2008] FCA 1005



E & J Gallo Winery v Lion Nathan (2009) 175 FCR 386

Moore, Edmonds & Gilmour JJ, upholding removal for non-use:

A Principle from Estex (116 CLR 254) is that, to establish
TM use in Australia:

A not enough for foreign made goods bearing TM to
be sold in Australia

ATM owner must fiprojecto

A TM owner must reasonably contemplate that its
conduct would result in dealings with its goods in
Australia while goods were in the course of trade

t

h e



E & J Gallo Winery v Lion Nathan (2009) 175 FCR 386

Moore, Edmonds & Gilmour JJ, upholding removal for non-use:
A Rejected Gallobs arguments th

A use of TM should be determined objectively, not by
reference to subjective intentions or knowledge of
person said to use TM

A use of TM for goods:

A commences when goods bearing TM enter
course of trade

A ends only when goods bought for consumption

Alie, TM rights not exhausted until goods consumed]



E & J Gallo Winery v Lion Nathan (2009) 175 FCR 386

Moore, Edmonds & Gilmour JJ, upholding removal for non-use:

A TM owner has not used BAREFOOT TM in Australia
where:

ABAREFOOT wine sold from USA to Germany

A lmported from Germany and sold in Australia by
third parties without TM ow

To

Such TM use is by importer and seller, not TM owner

To

TM removal operates from date of Court order, not
retrospectively



E & J Gallo Winery v Lion Nathan (2009) 175 FCR 386

Moore, Edmonds & Gilmour JJ, finding infringement:
A upholding Flick J:

Aremoval for non-use is not a defence for
Infringement during registration (ie pre-removal)

ABAREFOOT and BAREFOOT RADLER are
deceptively similar

A reversing Flick J:
A Beer and wine are goods of the same description
A alcoholic; similar distributors and producers
A Lion Nathan beer targetted to non-beer drinkers

A Deception or confusion likely for s 120(2)



E & J Gallo Winery v Lion Nathan [2009] HCATrans 180

A Gallobds primary specdiusel | eave

A Whether, when TM is used on goods sold in Australia
but made overseas by TM owner or authorised user,
use of TM is use by owner, even though owner may not
know that goods are sold in Australia but rather sold
them to a foreign distributor without limitation on where
resold

A Lion Nathan relying on Estex
Gummow J granting special leave (with Heydon J):
People have been wondering what [Estex] meant f or vy
A Lion Nat h-appéakdcontemntiongssbject to leave):
A Gallods use not in good faith
A Not deceptively similar, goods not same description



Health World Limited v Shin-Sun Australia (2008) 81 IPR 13

A Health World opposed Shin-Sunés TM PHEAL TH

A Opposition failed at TMO and before Cooper J: 64 IPR 495

AHEALTHPLUS and INNER HEALTH PLUS not
deceptively similar

HEALTHPLUS TM registered
Health World applied to Federal Court for:
A cancellation (s 88) and removal for non-use (s 92)
Jacobson J, dismissing application: 75 IPR 478
TMs not deceptively similar
HEALTHPLUS used by other co, not Shin-Sun
ss 88(2)(c) and 92(4)(b) grounds made out
butHeal t h Worl d not an naggri e

A
A

o Io o Ix



Health World Limited v Shin-Sun Australia (2009) 174 FCR 218

Emmett, Besanko and Perram JJ, upholding decision of
Jacobson J that Health Worl d 1

A not enough to say that TM on register is misleading or
decepti ve, Heal th Worl d must
di s adv a nRitaHgtel,Kaaft, Campomar)

A TMs not deceptively similar, thus unclear how Health
World is affected by registration of HEALTHPLUS

A Even if TMs were deceptively similar, Health World
must establish that it has some reputation that would
lead to consumers being misled



Health World Limited v Shin-Sun Australia [2009] HCATrans 181

Gummow J, granting special leave, on the proper test for
standing as a Nperson aggrieve:i

A Al am not convinced why anybo
Lord Her schell sal d 1 n 1895 a

A[Lord Herschell in Powell v Birmingham Brewery
[ 1894] AC 8: public 1 nteres
should not be unduly limited]

Gummow J:

A Alf there is a register and
that should not be there, and another trader is
prepared to come along and expend money to get it
removed, why would you say t



High Court hearings 7 8-10 December 2009

A Tues 8, Wed 9 Dec 2009: E & J Gallo v Lion Nathan
A Exhaustion of TM rights by overseas sale?
A Need for TM owner to project goods into Australia?
A If Lion Nathan gets leave:
A Use in good faith?
A Deceptive similarity?
A Goods of the same description?
A Thu 10 Dec 2009: Health World v Shin-Sun

A Person aggrieved?



Liquideng Farm Supplies Pty Ltd v Liquid Engineering
2003 PL (2009) 79 IPR 437

Tamberlin, Sundberg and Besanko JJ, on appeal from Gordon J
(77 IPR 115):

A Discussed principles for calculating account of profits

A Considered meaning of use of
withstand removal for non-use under s 92(4)

A Confirmed that use of TM in 0
more than genuine intent to use for commercial
purposes, as opposed to fAtoke

A Use by a former employee of h
I n breach of his fiduciary du
faitho for s 92(4)



Deckers Outdoor Corp v Farley (No 2) (2009)176 FCR 33

Summary judgment application in counterfeiting case
TM: UGG AUSTRALIA plus sun device

11 Court-ordered searches, contempt prosecution

To T o I»

Respondents cross-claimed for TM cancellation
Tracey J, granting summary judgment for TM infringement:
A S 88 TM cancellation cannot operate retrospectively
A extension of Flick J in Gallo (non-use removal)

A Cancellation is no defence to TM infringement for
period up to Court order cancelling TM



Sebel Furniture Limited v Acoustic & Felts PL (2009) 80 IPR 244

Application for interlocutory
Injunction to restrain sale of
competitoros ¢c¢h
shape TM

Sebel 6s shape T
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Sebel Furniture Limited v Acoustic & Felts PL (2009) 80 IPR 244

Foster J (applying Sundberg J in Global, Greenwood J in Mayne and
Full Court in Koninklijke Philips v Remington):

A A shape cannot operate as TM if it is dictated by:
A nature of the goods; or
A need to achieve a technical or functional outcome
A To function as TM, a shape must be:
A something extra to the inherent form of the goods; and
A something distinct which denotes origin

A Shape cannot function as TM if other traders may legitimately
wish to use it, either because:

A it is inherent to those goods (ie it is of their nature); or
A it provides a technical or functional benefit to the goods



Sebel Furniture Limited v Acoustic & Felts PL (2009) 80 IPR 244

Foster J:
A Not even prima facie case that A&F used shape of chair as TM:

A shape is not distinct from that chair, but rather of the essence of
that chair;

A shape does not contain extra non-functional elements; and
A shape is devoid of separate identity from the chair itself.

A Use of TM re goods does not include simply using goods
themselves as TM.

A Even if A&F had used shape as TM, no prima facie case that
respective shapes were deceptively similar - no real likelihood of
confusion

A Post script: Sebel unsuccessfully applied for Foster J to disqualify
himself on grounds of apprehended bias: [2009] FCA 291

A Sebel discontinued 1 April 2009: [2009] FCA 322



Chocolaterie Guylian NV v Registrar of TMs [2009] FCA 891

A Guylian held international TM
registration of chocolate seahorse shape:
A Guylian applied for protection in Australia
as a 3D shape TM, in respect of chocolate.
A Registrar refused: not capable of
distiguishing chocolate goods under s 41
Guylian appealed to Federal Court

o I

Survey evidence:
A 40.6% associated the shape with Guylian
A Minimal association with any other
manufacturer




Chocolaterie Guylian NV v Registrar of TMs [2009] FCA 891

Sundberg J on presumption of registrability:

A Tension between s 33 presumption of registrability and structure
of s 41

A Presumption applies for s 41(3), but not for s 41(5) or (6):

AS 41(5): applicant must fisatisfy
distinguishes

AS 41(6): applicant must fiestabli
Sundberg J on standard of proof:
A Upholds approach of Gyles J in Pfizer: balance of probabilities
A Rejects approach of Bennett J etc in Lomas, Torpedoes etc

A No need for Registrar to establi st
regi steredo



Chocolaterie Guylian NV v Registrar of TMs [2009] FCA 891

Sundberg J on inherent adaption to distinguish:

A A shape of a real animal should not for that reason alone be
inherently unadapted to distinguish

A Ultimate question:
A whether the shape possesses any ordinary significations

A if so, whether other traders might think of the shape and
want to use it for those ordinary significations in a manner
which would infringe a registered mark in respect of the sign

A Subsidiary question:

A where a shape depicts a known (not concocted) object, is it
still sufficiently distinctive so that other traders wishing to
represent a similar object will remain free to do so without
Infringing the mark

A Important to consider the nature of the goods



Chocolaterie Guylian NV v Registrar of TMs [2009] FCA 891

Sundberg J on s 41(3) and (5) :
A The mark is clearly a seahorse

A Quite possible as at the priority date that other traders might
want to depict a seahorse in a confusingly similar way

A Satisfied that TM is to some degree inherently adapted to
distinguish, but not sufficiently so to decide under s 41(3)

A° Re s 41(5), Guyliands use of seahc
AShape used on packaging as an ex
AAiGuyliano and AGO TMs dilute any

ASurvey results reflect use of sh
rather than use of shape itself as TM



Mars Australia Pty Ltd v Sweet Rewards Pty Ltd [2009] FCA 606

Mar so MALTESERS IWeset Rewar dso pr oduc

. alls
> Ma 0.

. lllcreamrnlh
Welght 4003 et

A



http://www.google.com.au/imgres?imgurl=http://cache.vegas.com/elvis/images/elvis_black_bckgd.jpg&imgrefurl=http://www.vegas.com/elvis/&h=533&w=300&sz=104&tbnid=nBvcJV5a6jH1VM::&tbnh=132&tbnw=74&prev=/images%3Fq%3Delvis%2Bpics&hl=en&usg=__q1dqmlA1MUc8MFdJW9sOv5KLf2w=&ei=hX_BSZPKD8zPkAWr9sgp&sa=X&oi=image_result&resnum=2&ct=image&cd=1

Mars Australia Pty Ltd v Sweet Rewards Pty Ltd [2009] FCA 606

Compare Red Bull v Sydneywide:




Mars Australia Pty Ltd v Sweet Rewards Pty Ltd [2009] FCA 606

Perram J:

A Rejected passing off and s 52 TPA claim - [cf Red Bull?]

A Rejected TM infringement claim:

AMalt Ball so used descriptively,
Melfic used as Sweet Rewardsdé TM
Other parts of label not used as TM

Obiter: MALTESERS & MALT BALLS not deceptively similar

A Consumers must be taken to be familiar with the very
famous MALTESERS TMs

A Re imperfectrecollectioni fivani shi ngly small
consumer forgetting the MALTESERS TM

A TMs aurally and phonetically different
Appeal heard 2 Nov 2009 by Emmett, Bennett and Edmonds JJ
A Decision pending

To Io Io Ix



The Purple Chocolate War is Over

A Cadburyodés TM 779336 in respect
A Registered 24 Sep 2009
A TM endorsement:

A TMis the colour PURPLE being adopted as the
substantial colour of packaging used in relation to
chocolate

A PURPLE defined as PANTONE Colour Formula
Guide: 2607c, 2617c, 2627c, 268c, 269c, 2685c,
2695c and 2755c

A Registered as a series mark



The Purple Chocolate War is Over

o o o Do I»

1990s: passing off Cadbury v Kenman, Cadbury v Willow
25 Nov 1998: TM 779336 application lodged

2002-03: disputes and hearings with TMO; accepted
2003-06: opposed by Nestle & Darrel Lea

Separate passing off/TPA case: Cadbury v Darrell Lea (No
4) 69 IPR 23, Heerey J 27 Apr 2006:

A "Cadbury does not own the colour purple and does
not have an exclusive reputation in purple in
connection with chocolate. i

A Appealed to Full Court, remitted, settled July 2008
2 Sep 2009: Consent orders by Gordon J to register TM



Bavaria NV v Bayerischer Brauerbund eV [2009] FCA 428

A Applicant brewery applied for the registration of the
following mark in relation to beer:

To

Beer made in Holland
A Not made in Bavaria
(a state in Germany)
TMO opposition [2006] ATMO 53:

A misleading connotation,

registration refused under s 43

A Appealed to Federal Court



Bavaria NV v Bayerischer Brauerbund eV [2009] FCA 428

Bennett J:
A rejecting s 41 opposition (distinctiveness):
A TMinherently adapted to distinguish
A rejecting s 43 opposition (no misleading connotation):

A Reasonable consumer would observe references to
Holland

A This would, at least, neutralise the connotation with
Bavaria

A TM merely connotes European origin, not Bavarian origin
A rejecting s 61(1) opposition (geographical indication):

A BAVARIA when used for beer is not a recognised sign for
the purposes of the definition



Pioneer Computers Aust PL v Pioneer KK (2009) 80 IPR 38

A Pioneer KK owns registered TMs for PIONEER:

A class 9: very wide range of electronic appliances, audio
appliances, TVs, loudspeakers, video players etc but
al so nNncomputerso and Acomput e

A class 37: installation, maintenance services of
computers etc

A Pioneer Computers used PIONEER COMPUTERS TM for
10 years

A Pioneer KK threatened infringement proceedings against
Pioneer Computers



Pioneer Computers Aust PL v Pioneer KK (2009) 80 IPR 38

A Pioneer Computers sought removal of Ploneer KK's TMs
under s 92(4)(a) and (b) for non-use In respect of:

A computers, computer peripheral devices etc
A installation, maintenance services of computers etc

Bennett J:

A Pioneer Computers is a person aggrieved, due to threat
of infringement proceedings

A Pioneer Computeros s 92(4) (a)

A supporting declaration was silent as to any lack of
Intention to use TM

A s92(4)(b) application (3 years non-use) not defective



Pioneer Computers Aust PL v Pioneer KK (2009) 80 IPR 38

Bennett J:

A Strictly speaking, Acomputer p
external to computer, but in practice used for both internal
and external devices - distinction is imprecise and arbitrary

A Pioneer KK has used TM in 3 year period on some
external computer peripheral devices, separately
descri bed i n PRegooptieabdisc ddeKasd T M
jukeboxes

A (Following Moove), if Pioneer KK has not used TM for
other Acomputer peripheralso,
should be removed as TM has separate provision for
specific subcategories

A Pioneer KK has not used TM in respect of other of the
removal goods during the relevant period

A Pioneer KK has not used TM on the relevant services



Pioneer Computers Aust PL v Pioneer KK (2009) 80 IPR 38

Bennett J:

A However, public would not draw distinction between
removal goods and goods sold by Pioneer KK because of:

Aindi scriminate use of fAcompu!
refer to internally and externally connected devices

A convergence of technologies and brand extension

A established use of PioneerK K6s TM in respe:
audio-visual and multimedia devices

A Will exercise discretion under s 101(3) not to remove the

removal goods, on condition that Pioneer KK undertakes
not to sue Pioneer Computers for past use

A Same considerations do not apply to the removal services,
which should be removed



Television Food Network GP v Food Channel Network Pty Ltd
(No 2) [2009] FCA 271

A

o o Do

The Food Channel PL applied for
TM FOOD CHANNEL & logo ®Food

During application, The Food Channel PL assigned TM to
Food Channel Network PL

Both companies controlled by same person

A TMs and companies used by him randomly
TM opposed by Television Food Network GP
TMO [2006] ATMO 88: opposition dismissed

Television Food Network GP appealed to Federal Court



Television Food Network GP v Food Channel Network Pty Ltd
(No 2) [2009] FCA 271

Collier J re s 58 opposition (that TM applicant is not TM owner):

A
A

S 58 opposition determined as at filing date

Onus on opponent to show prima facie case that TM
applicant was not owner at filing date

Onus then shifts to TM applicant to show it was the true
owner

Food Channel Network PL was not the owner at the

date when The Food Channel PL filed TM application

This defect is fatal to the TM application



Television Food Network GP v Food Channel Network Pty Ltd
(No 2) [2009] FCA 271

Collier J finding s 59 opposition established:

A Onus on opponent to show prima facie case that TM
applicant lacked intention to use

A Onus then shifts to TM applicant to show intention
(Health World)

A No intention or use established by Neither The Food
Channel Network PL or Food Channel Network PL

Collier J finding s 44 opposition:
A TMs deceptively similar:




Elvis Presley Enterprises Inc v Elvis Jelcic [2008] ATMO 103

ELVIS v ElviSFINANCE

Elvis Jelcic applied for TM ElvisFINANCE for financial services
including mortgage lending and home loans

- Elvis Presley Enterprises, Inc opposed under ss 42, 43 and 60

Hearing Officer McDonagh:

- AEIl vi s FIndbtAnd@EtO cause a likelihood of deception or
confusion

- If applicant embellished TM with anything that would suggest Mr
Presley, (eg guitars, fKingo, §
might have remedies in another jurisdiction



http://www.google.com.au/imgres?imgurl=http://www.elvis2k.co.uk/elvis-impersonator-martin-fox-01.gif&imgrefurl=http://www.elvis2k.co.uk/elvis-impersonators-cabaret.htm&h=505&w=291&sz=37&tbnid=hx046xGeTNfjvM::&tbnh=130&tbnw=75&prev=/images%3Fq%3Delvis%2Bpics&hl=en&usg=__UKutbEOLYd5dkn-Qn5VplZ817VU=&ei=hX_BSZPKD8zPkAWr9sgp&sa=X&oi=image_result&resnum=1&ct=image&cd=1
http://www.google.com.au/imgres?imgurl=http://cache.vegas.com/elvis/images/elvis_black_bckgd.jpg&imgrefurl=http://www.vegas.com/elvis/&h=533&w=300&sz=104&tbnid=nBvcJV5a6jH1VM::&tbnh=132&tbnw=74&prev=/images%3Fq%3Delvis%2Bpics&hl=en&usg=__q1dqmlA1MUc8MFdJW9sOv5KLf2w=&ei=hX_BSZPKD8zPkAWr9sgp&sa=X&oi=image_result&resnum=2&ct=image&cd=1
http://www.google.com.au/imgres?imgurl=http://www.amateurbrainsurgery.com/wp-content/uploads/2008/04/elvis_pants.jpg&imgrefurl=http://www.amateurbrainsurgery.com/elvis-made-secret-visit-to-london/97/&h=368&w=300&sz=27&tbnid=M9F5yh3JMlJkgM::&tbnh=122&tbnw=99&prev=/images%3Fq%3Delvis%2Bpics&hl=en&usg=__Mi8kq5PqSful2n633LK6tWDJ2x4=&ei=hX_BSZPKD8zPkAWr9sgp&sa=X&oi=image_result&resnum=3&ct=image&cd=1

Frimp Ltd v Jan Barry Whitwam [2009] ATMO 5

1963: AHerman and the Hermitso fo
1964: Whitwam joined AHer mands He
1964: 5 band members, incl Whitwam, formed Frimp Ltd

1966 to 2007: band including Whitwam, toured Australia

1971: singer Peter Noone left band, went solo

1974: Whitman & 2 other band members sued Noone in UK

o o Po Po o Po I

1974 consent order : Pet er Noone ¢
Her mi t s o, but Whi t man & ot her 2 Db

A


http://www.google.com.au/imgres?imgurl=http://991.com/newGallery/Hermans-Hermits-No-Milk-Today-380767.jpg&imgrefurl=http://eil.com/shop/moreinfo.asp%3Fcatalogid%3D380767&h=464&w=450&sz=47&tbnid=IlQntK7FeHzSWM::&tbnh=128&tbnw=124&prev=/images%3Fq%3Dhermans%2Bhermits%2Bpics&hl=en&usg=__YFol9mmCyDTMmIUsCyg13qHVaOY=&ei=iJTBSb29FZDe6QPD9qnEBw&sa=X&oi=image_result&resnum=1&ct=image&cd=1
http://www.google.com.au/imgres?imgurl=http://assets.mog.com/pictures/wikipedia/167524/HermansHermits_BestOfTheSixtiesAmazon.jpg&imgrefurl=http://mog.com/music/Herman%27s_Hermits/Their_Greatest_Hits/Just_a_Little_Bit_Better&h=300&w=300&sz=64&tbnid=4-cfU2kIqIs8NM::&tbnh=116&tbnw=116&prev=/images%3Fq%3Dhermans%2Bhermits%2Bpics&hl=en&usg=__Jm3OgWrVONsXxvKcyn-yjAyC55g=&ei=iJTBSb29FZDe6QPD9qnEBw&sa=X&oi=image_result&resnum=2&ct=image&cd=1

Frimp Ltd v Jan Barry Whitwam [2009] ATMO 5

A By 1999: Whitwam was last performing member of the original
1964 AHer mands Her mitso

A 1999: Whitwam obtained UK an
HERMITS

A 2004: Whitwam applied in Auss
HERMITS for entertainment services etc

A Frimp Ltd opposed in Australia (and applied for US TM)
Hearing Officer McDonagh:

A s 58 failed: Frimp not formed with intention to own TM, and does
not own TM

A s 43 failed: not confusing, as Whitman is last remaining band
member

A s 42(b) failed: not contrary to UK Companies Act



http://www.google.com.au/imgres?imgurl=http://home.att.net/~boomers.fifties.teenmag/hermans-hermits-280x354.jpg&imgrefurl=http://home.att.net/~boomers.fifties.teenmag/hermans_hermits.html&h=354&w=280&sz=26&tbnid=hUG3x1PVMTpRaM::&tbnh=121&tbnw=96&prev=/images%3Fq%3Dhermans%2Bhermits%2Bpics&hl=en&usg=__gmOPzVYRgfnZt1sNd2l4w_kBp_w=&ei=iJTBSb29FZDe6QPD9qnEBw&sa=X&oi=image_result&resnum=4&ct=image&cd=1
http://www.google.com.au/imgres?imgurl=http://bp2.blogger.com/_Hbqf2LImoxc/SA3enN_bNiI/AAAAAAAAFPU/kKkrQTwR60g/s400/Herman%27s%2BHermits%2B-%2B1966%2B-%2BThe%2BBest%2Bof%2B-%2BVol%2BII.jpg&imgrefurl=http://freemusic07.blogspot.com/2008/04/hermans-hermits-196568-best-of-hermans.html&h=355&w=340&sz=18&tbnid=H57IXEpl_OBgRM::&tbnh=121&tbnw=116&prev=/images%3Fq%3Dhermans%2Bhermits%2Bpics&hl=en&usg=__vMyh96-C1-cyX80S-hQDOlRJTxE=&ei=iJTBSb29FZDe6QPD9qnEBw&sa=X&oi=image_result&resnum=3&ct=image&cd=1

S 62A Bad faith: Hard Coffee PL v Hard Coffee Main Beach PL
[2009] ATMO 26

TMs: HARDCOFFEE & HARDCOFFEE MAIN BEACH

Opponent had used HARD COFFEE as name of cafés in Main
Beach and other beach locations in Queensland

A Co with same director as TM Applicant bought Main Beach
HARD COFFEE café from Opponent in 2004, and signed
contract acknowledging Opponent 0s

Hearing Officer Nancarrow, finding first s 62A bad faith opposition:

A Bad faith requires an element of intentional dishonesty or
deliberate attempt to mislead the Registrar

A Bad faith is a serious allegation, not to be found lightly
A Where bad faith alleged for appropriating a TM, conflicting TMs
A

A
A

would need to be at least deceptively similar
No evidence or submissions from TM Applicant



S 62A Bad faith: Bombala Council v Peter Wilkshire [2009] ATMO

33

A Opponentédés prior TM: PLATYPUS COU!I
REGION

A Applicantos TMs: PLATYPUS COUNTRY,
variations

A TM Applicant had agreed to settlement terms in Federal Court

| 1Ttigation not to interfere with (

Hearing Officer McDonagh, finding second s 62A bad faith opposition:

A

Applicant has applied to register TM which he previously
recogni sed as Opponento6s property
William Leith and HO Nancarrow in Hard Coffee)

Reasonable person in Applicant s f
aware that (s)he should not apply for TM registration

Considered UK authorities that bad faith does not require
dishonesty (cf Hard Coffee), implicitly agreed



S 62A Bad faith: TBP Baking PL v Shane Hobbs [2009] ATMO 50

T o I

Opponent 6s prior TM: BRYANTO0OS Pl E¢
Applicantos TMs: 1T ogo i ncluding BF

TM Applicant had previously signed an agreement to purchase
BRYANTO0OS PIES business from Oppone

A non-exclusive licence by Opponent to Applicant to use TM

Hearing Officer Thompson:

A
A

TMs not substantially identical, s 58 opposition fails
Finding s 62A bad faith:
A Cited Bombala Council and William Leith (UK)

A TM Applicant had previously acknowledged that TM was
property of another person

A [NB i no finding of dishonesty, unnecessary for s 62A?]



Insufficiently distinctive i s 41

TM: REGIONS for wine

A Andrew Harris sought registrat,|
In class 33: alcoholic beverages including wine

Hearing Officer Murray:
A REGIONS does have the faintest hint of an inherent
capacity to distinguish Harri s

A but, applying s 41(5), post filing use was insufficient to tip
the scales i n Harrisos favour

Berenger Blass Wine Estates Ltd v Andrew Harris [2009] ATMO 52



Insufficiently distinctive i s 41

A Nestle TM application for coffee etc:

ﬁ

Cantarella Bros Pty Ltd v Societe des Produits Nestle S.A. [2009]
ATMO 62 The




Sufficiently distinctive i s 41

A Goji juice made from goji tree berries, of Himalayan origin
A Supposed beneficial health effects
A Hearing Officer Thompson:

ATM fAfalls right at the | ower end
be considered under subsection 41(5) 7 it has the barest scintilla
or spark of i1 nherent capacity to
from those of other traderseo

Freelife International Holdings LLC [2009] ATMO 45



Sufficiently distinctive i s 41

& HERVEY BAY

=" INSURANCE

A Advice relating to insurance; associated consulting
services

Clive J Smith v Capital Insurance (Broking) Group Pty Ltd [2009]
ATMO 66



Not contrary to law 1 s 42(b)

A National Foods TM for dairy products:
A Opposed by NSW Food Authority
A argued TM contrary to the Food
Standards Code because it included
na claim for therapeu
Hearing Officer Williams:
A HEARTACTIVE goes no further than a
vague suggestion of general goodness
A not satisfied that TM would be interpreted
as medical advice, either express or implicit
NSW Food Authority v National Foods Milk Limited [2009] ATMO 65




Substantially identical TMs
VISION ALERT Vv

Alarms Alarms; alarms for mobile construction etc

Auto Electrical Imports Pty Ltd v Electronic Controls Company [2009] ATMO 3

POD v POD

Portable digital devices etc Digital signal processing hardware & software
Line 6 Inc v Apple, Inc [2009] ATMO 9

PAINT SMART v

Painting accessories

Wagner Spraytech Australia Pty Ltd v Anest Iwata Australia Pty Ltd [2009] ATMO 31



Not substantially identical TMs - words

SKYPOL Y SKYPAL

Sunglasses, spectacles, spectacle lenses
Carl Zeiss AG v Zhang Yimin [2009] ATMO 69



Not substantially identical TMs i words and
devices

N ..

Bing! Software Pty Ltd v Bing Technologies Pty Ltd (No 1) [2008] FCA 1760



Not substantially identical TMs i words and
devices

Clothing & accessories for men & women

Gilmar SpA v Bondi Icebergs Club Co-Op Limited [2008] ATMO 101



Not substantially identical TMs 7 words and devices

Bickfords Australia Pty Ltd v Frank Ward [2008] ATMO 84

g Broants R
o PIES

Pastries, breads, pies, sausage rolls etc
Shane Hobbs v T Tree Pty L {2009]&TMO59 ant 6s Hol
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Not substantially identical TMs 7 words and devices

1) 3)0)0) RIEJPJAL IR

1300 Repair Pty Ltd v 1300 Phonewords Australia Pty Ltd [2009] ATMO 58



Deceptively similar TMs - words

VITALITE Y VITA LIGHT

Soya bean-based extracts and beverages.
Sunrider Corporation v Vitasoy International Holdings Ltd [2009] ATMO 42

SKYPOL Y SKYPAL

Sunglasses, spectacles, spectacle lenses
Carl Zeiss AG v Zhang Yimin [2009] ATMO 69



Deceptively similar TMs - words

HUSH PUPPIES v. POSH PUPPY

Footwear, clothing, accessories Clothing incl children's clothing
Wolverine World Wide, Inc v Khoda Ali Ahmed [2008] ATMO 93

BUSH TURKEY WINE v WILD TURKEY

Wine Spirits, wines, liqueurs
Austin Nicols and Co Inc v Heather Jean McKelvey [2008] ATMO 86



Deceptively similar TMs T words and devices

DJ Idol V

Club event

Broadcasting etc

Fremantle Media and 19 TV Limited v Solowave Pty Limited [2008] ATMO 87



Deceptively similar TMs i words and devices

Vv BISTRO BLINDS

Retailing; wholesaling; import/export Blinds; screens; sheeting; partitions

Smart Home Products Pty Ltd v Danielle Gaye Attard and Shane Edward Attard
[2009] ATMO 64



Deceptively similar TMs i words and devices

SLEEPWELL v

Furniture incl bedding etc

JWC (Int) Ltd [2009] ATMO 40

NAUGHTY MOTHER v

Non-alcoholic beverages /
drinking waters etc

Coca-Cola Company v Matthew Shea [2009] ATMO 49



Deceptively similar TMs i words and devices

M arex renven

‘I AFEX FENNER

Both in classes 37 and 42 (professional consultations, consulting
services etc)

J H Fenner & Co Ltd [2009] ATMO 7



Deceptively similar TMs - devices

Leathergoods /luggage / clothing / footwear

La Chemise Lacoste v Crocodile International Pte Ltd [2008] ATMO 90



